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DISCOVERY BY THE EXAMINERW

Edward C. Walterscheid

The Manual of Fetent Examining Procedure (M.P.E.P.), 4th Edition now
has a chapter 2100 on patentability. At present this chapter only
contains sections deaiing with "Patentable Subjec’” Matter
—-Microorganisms'"} and "The Statutory Bars of 'Fublic Use' and 'On
Sale' (35 U.S.C. 102(b),"” but it is the inteat of the Patent and
Trademark Office to expand its content as future revis.ons of the
M.P.E.P. are issued.3

The "requirement for information" provisions of chapter 2100--if they
are upheld on judiciil review--portend a significant change in the
relationship of the examiner and the applicant in ex parte prosecution.
In view of the fact that the Office positions which appear to herald this
change have been adopted without public review or comment, it is imper-
ative that members of the patent bar review them critically and express
their concerns to the Office. Simply put, although the M.P.E.P,
carefully avoids any use of the term, the Office in chapter 2100 is
indicating that an examiner has a right of discovery in ex parte
prosecution.

Accordingly, the purpcse of this article is to discuss the extent to
which the Office is attempting to sanc’ion discovery by examiners. In
particular, it will explore certain o/ the ramifications of the
"“requirement for information' provis.ons of chapter 2100. It will begin
by outlining the requi ements for iformation in ex parte prosecution
which are expresslv vitted by "ve rules of practice. It will then
review the authority f '"disco;ery" requirements in ex parte prosecution
and consider the sanction for .eilure to mect such a requirement. Some
consideration will then be g.ver ', the extent and effect of a require-
ment for information preser.ed under the aegis of chapter 2100. The
potential for Office discrvery in the prosecution of reissue applications
will be briefly examined Pinally, the failure of the Office tu seek
public review or comment resenting the "requirement for information"
provisions of chapter 2.00 will be briefly discussed.

A. Requirements for 'nformation in Ex Parte Prosacution

Prior to the publicution of chapter 2100 the right of an examiner to
require an applicant to present information in ex parte prosecution had
been narrowly circumicribed. The only two rules of practice which

"Work perfoimnd under the auspices of the U.S. Department of Energy.
IM.P.E.P. 2105 et saq. (Rev. 3, July 1980).
2M,P.E.P. 2120 et s, (Rev, July 1980).

3See Instructions Regarding revision No. 3 issued July 1980.
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expressly permit such a requirement are 37 C.F.R. Sec. 51.78(c) and
1.175(b). Thus Pule 78(c) provides:

Where two or more applications, or an application
and a patent naming different inventors and owned by the
same party contain conflicting claims, the assignee may
be called upon to state which named inventor is the prior
inventor.

It is apparent from this language that the type of information and the
circumstances under which it can be required to be provided are narrow
indeed.

Rule 175(b; is limited to reissue practice and in that context
provides that:

Corroborating affidavits or declarations of others
may be filed and the examiner may, in any case, require
edditional information or affidavits or declarations
concerning the application for reissue and its object.

Insofar as can be ascertained, the Office in chapter 2100 has for the
first time officially espoused the view that an examiner has the right to
require sn applicant (o provide information in ex parte prosccution under
circumstances and conditions which are significantly more hroad than
those set forth in Rules 78(c) and 175(b). Specifically, with regard to
issues of patentahility under Section 102(b) chapter 2100 states:

As an aid to resolving issues of authenticity, as
well as tr other related matters of Sec. 102(b) activity,
an applicant may be required, or a&ny other party to the
proceeding who has access to an application (Sec. 1901.01)
may be requested, t» anewer specific questions posed by
the examiner and to explain or supplement any evidence
already of record. 35 USC Sec. 132, 37 CFR Sec.
1.104(b): regarding reissue applications, see Sec.

175(b). Information scught should be restricted to that
which is reasonably necessary for the examiner to render a
decision on patentab.lity.* (Emphasis in the original.)

The "other related mattors" include public use or on sale issues.’

Logically, insofar as a requirement for information is concerned,
there would appear to be no difference between Section '02(b) and any
other section of the patent statute. Thus, if an examiner dous indeed
have the right to require an applicant to answer questions or provide

4M.P.E.P. 2123 (Rev. 3, July 1980)

SM.P,E.P. 2122 (Rev. 3, July 1980).
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other information in ex parte prosecution regarding Section 102(b)
issues, he should also have the same right with respect to issues arising
under any othei portion of the statute., It can therefore reasonably be
expected that as chapter 2100 is expanded, so too will be the examiner's
right to require various types of information to be provided in ex parte
prosecution.

The right to present & requirement clearly implies the right to
impose a sanction if the requirement is not met. Otherwise a requirement
becomes meaningless. The right to require a party to a judicial or
administrative proceediug to answer questions or provide i .formation at
the demand of an oppoaing party or the hearing cfficer on pain of sanc-
tion has a name which the Office hes studiously avoided in chapter 2100,
1t is called discovery.

B. Authority for "Discovery'" Requirements in Ex Parte Prosecution

The traditional view is that the Office mev not order discovery “n
ex parte proceedings before it.®6 This view is predicated on the fact
rhat proceedings beiorc “he Pffice are adminiscrative in nature, and:

Discovery in a federal administrz-.ive proceeding is
an unugual thing. The Administrative Procedure Act does
not permit it and the discovery provisions of the Federal
Rules of Civil Procedure are not applicable in the
absence of special statutory authorization. Without such
statutory authorization or special suthorizing
regulation, discovery is normally simply not available.’

Nonetheless, in the sense that the term is used in this article it iw
apparent that Rules 78(c) and 175(b) do permit a form of discovery.
Before discuwsing the position taien by the Office in chapter 2100 it is
appropriate to first ascertain what authority permits or grunts the type
of discovery made available by these two rules.

The authority for the rules of practice in the Office is 35 U.S.C. 6,
unless otherwise noted.® The only additional authority given for
Rule 78 is 35 U.S.C. 112,9 whereas the only additional suthority given

6See, e.§., Rohm and Haas Co. v. Mobil 0il Corp., F.Supp.___, 201
U.8.F.Q. 80, 83 (D.Del. 1978); and Ex parte McGuckian, 202 U.S.F.Q. 398
(Bd.App. 1975).

78, C. Walterscheid, "interference Discovery (Part I1)," 58 J.P.0.S. 3
(1976). See alsc Davis, 1| Administrative La~ Trea.isc Sec. 8.5 at %88,
quoted in Frilette v, Kimberlin, 508 F.2d 205, 184 U.5.P.Q. 266, 268 (3rd
Cir. 1974).

88ee 37 C.F.R. (July 1, 1980 Rev.) at pape 7.

98ee 37 C.F.R. (July 1, 1980 Rev.) at page 23.
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for Rule 175(b) is 35 U.S.C. 251,10 Neither Section 112 nor Sectior

251 provide any authority for the making of requirements of the type set
forth in these two rules.ll Thus the only basis for granting the right
to make such requirements presumably resides in Section 6 which grants
the Commissioner of Patents and Trademarks power to '". . . establish
regulations, not inconsistent with lew, for the conduct of proceedings in
the Patent and Trademark Office."

10see 37 C.F.R. (July 1, 1980 Rev.) at page 39.
1135 y,s. 1.2 states:

The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in
such full, clear concise, and exact terms as to enable any person
skilled in the art to which it pertains, or with which it is most
nearly connected, to make and use the same, and shall set forth the
best mode contemplated by the inventor of carrying out his invention.

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention.

A claim may be written in independent or, if the nature of the
case admits, in dependent or wmultiple dependent form.

Subject to the following paragraph, a claim in dependent form
shall contain a reference to u claim previously set forth and then
specily a further limitation of the subject matter claimed. A claim
in dependent form shall be conatrued to incorporate by reference 5!l
the limitations of the claim to which it refers.

A claim in multiple dependent form shall contain a reference, in
the alternative only, to more than one claim previously set forth and
then specify a further limitation of the subject matter formed. A
multi{ple dependent claim shall not serve as a basis for any other
multiple dependent claim. A multiple dependent claim shall be
construed to incorporate by reference all the limitations of the
partizular claim in relation to which it is being considered.

An element in a claim for a combinatinn may be expressed as a
means or step for performing a specified function without the recital
of structure, material, or acts in support thereof, and such claim
shall be construed to cover the corresponding structure, material, or
acts described in the specification and equivalents thereof.
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Section 251 states:

Wherever any patent is, through error without any deceptive
intention, deemed wholly or partly inoperative or invalid, by reason
of a defective specification or drawing, or by reason of the patentee
claiming more or less that he had a right to claim in the patent, the
Commissioner shall, on the surrender of such patent and the payment
of the fee required by law, reissue the patent for the invention
disclosed in the original patent, and in accordance with a new and
amended application, for the unexpired part of the term of the
original patent. No new matter shall be introduced into the
application for reissue.

The Commissioner may issue several reissued patents for distiuct
and separate parts of the thing patented, upon demand of the
applicant, and upon payment of the required fee for a reissue for
each of such reissued patents.

The provisions of this title relating to applications for patent
shall be applicable to applications for reissue of a patent, except
that application for reissue may be made and sworn to by the assignee
of the entire interest if the application does not seek to enlarge
the scope of the claims of the original patent.

No reissued patent shall be granted enlarging the scope of the
claims of the original patent unless applied for within two years
from the grant of the origina) patent.



-6~

The Court of Customs and Patent Appeals (C.C.P.A.) has consistently
taken the position that the rules of practice have the force and effect
of law when not inconsistent with statute.l? More importantly, the
C.C.P.A has held that the rule-making authority is not limited to any
express grant by statute,13 Thus, the rule-making authority
encompasses areas about which the patent statute is simply silent.

Since the C.C.P.A. is the court of first authority for the Office, it
is readily apparent that a Commissioner may rightly assume that his
rule-making authority is quite broad. Traditionally, however,
Commissioners have been reluctant to use their rule-making authority to
extend the jurisdiction of the Office beyond that which was expressly set
forth by statute. Heretofore at least, Rules 78(c) and 175(b) have
appeared to be exceptions to this traditional conservatism.

Since the judicial record does not indicate that there has been any
challenge to Rule 78(c) or Rule 175(b) on the ground that they are
inconsistent with law, it may be assumed that the Commissioner was within
his authority in promulgating them.

It is important to note, however, that Rule 78(c) has been narrowly
construed. Efforts by the Office to expand the scope of the requirements
which can be presented under it have recently been thwarted by the
C.C.P.A. This occurred because M.P.E.P. 804.03, which is based on Rule
78(c), states that

« « o the assignee of two or more cases of different
inventive entities, containing conflicting claims must
maintain a line of demarcation between them. If such a
line is not maintained, the assignee should be called on
to state which entity is the prior inventor of that
subject matter and to limit the claims of the other
application accordingly. (Emphasis supplied.) 1If the
assignee does not comply with this requirement, the case
in which the requirement to name the prior inventor was
made will be held to be abandoned.

Note that the emphasized language is not supported in any way by Rule
78(c).

125e¢ e.g., Norton v. Curtiss, 433 F.2d 412, 165 U.5.P.Q. 708, 711
(1970); and In re Rubinfield, 270 F.2d 391, 123 U.S.P.Q. 210, 214 (1959),
cert, denied, 362 U.S. 903, 124 U.S.P.Q. %35 (1950).

13Norton v. Curtiss, note 12, supre.
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It is not su-prising therefore that when the Office sought to compel
a common assignee to ac. in accordance with the emphasized language and
cancel claims, the C.C.P.A. ir. the recent case of Margolis v. Banner,
Com'r. Pat.l% declared rhat language to be invalid.l® Based on this
decision, it is apparent that the C.C.P.A. is not disposed to permit the
Office by means of the M.P.E.P. to expand the scope of requirements get
forth by the rules of pructice.

Unfortunately, there has been almost no judicial interpretation of
Rule 175(b) or the M.P.E.P, section relating to it.16 Unlike the
situation with Rule 78(c), the M.P.E.P. section pertaining to Rule 175(b)
adds nothing, but instead merely repeats the language of the rule,

The dearth of case law pertaining to Rule 175(b) strongly suggests that
there has been little or no effort by examiners to require applicants to
provide additional information under this provision. Ii certainly would
not appear that examiners have made any concerted attempt to apply
sanctions for the failuve or refusal of applicants to provide sucn
information if the requiremert has on occasion been presented.

Consider now the authority quoted in chapter 2100 for the right of en
examiner to require an applicant to aanswer specific qucstions posed by
the examiner or to explain or supplement any evidenze already of reccrd.
That authority is s:ated to te 35 U.S.C. 132 and 37 C.F.R. Sec. 1.104(h)
and for reissue applications 37 C.F.R. Sec. 175(b). While Rule 175(b)
would appear to provide authority for an examiner to require that
"additional information" be provided, it is not at all clear that it

14599 F.2d 435. 202 U.S.P.Q. 365 (1979).
15202 u.s.P.qQ. at 372.

16The snly discussicn of Rule 175(b) which has been found in the
published judicial record sppears in Rohm and Haas Co. v. Mobil 0il
Corp., __ F.Supp.__ , 201 U.S.P.Q. 80 (D.Del. 1978)., After pointing out
that the Office may not order discovery, the district court stated:

As to the plaintiff's contention that determination of the
issues joined herein requires discovery of facts known only to Mobil,
the Court notes that 37 C.F.R. Sec, 1,175(b) authorizes the patent
examiner to ''require additional information or affidavits or
declarations concerning :the application for reissue and its object."

201 U.S.P.Q. at 83, The court offered no explanation how, if the Office
could not crder discovery, an examiner could require an applicant to
provide additional information.

175ee M.P.E.P. 1418 (Rev. 2, April 1980).
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authorizes him to do so in the form of specific questions required to be
answered.l8 At the very least the Office it reading Rule 175(b) more
broadly than it has done in the past.

A perusal of Section 132 reveals that the only language therein on
which the Office can possibly be relying is "Whenever, on examination any
claim for a patent is rejected, or any objection or requirement made, the
Commissioner shall notify the applicant thereof . . . ." While this
language clearly indicates that the Commissioner has authority to present
requirements, a plausible contentiun can be made that it does not itself
give the Commissioner that authority. Rather, it suggests that such
authority must reside at some other place in the patent statute. This
view is endorsed by Federico who in his commentary on the Patent Act of
1952 states that Section 132 is for the purpose of giving notice of a
rejection, objection, or requirement.l9 The C.C.P.A. has likewise
emphasized that the purpose of Section 132 is to give proper notice to
applicants for patent of the rejection, objection, or requirement they
must meet.

To the extent that it can be argued that Section 132 gives statutory
authority for making ''requirements,'" tha: authority is delegated only fto
the Commigsioner. Although he in turn may redelegate such authority,?l
it is not seen how he can do this other than by establishing appropriate
regulations under 35 U,5.C. 6. Aside from Rule 175(u,, no rule or regu-
laticn has been promulgated which could be construed in any reasonable
manner as permitting or authcrizing an examiner to present requirements
of the type set forth in chapter 2100.22

Contrary to the assumption implicit in its citation in chapter 2100,
Rule 104(b) does not delegate to examiners the Commissioner's power to
present ''requirements.'" Rather, all it states is that, in the circum-
stance wherein an examiner has in fact presented a requirement, he must
give the reasons for it and provide such information "as may be useful in
aiding the applicant to judge of the propriety of continuing

185ee Section E, infra.

19p, J. Federico, "Commentary on the New Patent Act," 35 U.S.C.A. at
pages 36 and 37

201n re Herrick, 397 F.2d 332, 158 U.S.P.Q. 90 (1968),
211n re Dickinson, 299 F.2d 954, 133 U.S.P.Q. 39, 43 (C.C.P.A. 1962).

22pyt see the text sccompanying notes 30-32, infra.

[T SRR
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the pros:cution of his application."23 Whatever the requirement that
may have been presented, the authority of the examiner to make that
requirement came not from Rule 104(b) but of necessity from elsewhere in
the rules of practice.

Moreover, Rule 104(b) rannot be read apart from the context of Rule
104(a) which clearly limits the requirements which can be imposed by an
examiner to either matters of form or those sanctioned by either statute
or rule.24 Nor can it be otherwise. For if Rule 104(b) permitted any
exawiner to set forth arbitrarily any requirement he might choose to
make, there would be naught but chaos in the prosecution of applications.

The perception that Section 132 and Rule 104(b) could conceivably be
argued to permit an examiner to present discovery requirements of the
type set forth in chapter 2100 obviously came late to the Office. Were
it otherwise, it is difficult to see why the rules of practice fail to
cite Section 132 as autherity for Rules 78(c) and 175(b). 1In this
context, & point which is also of interest is that the Commissioner's
authority for promulgating discovery rules in inter partes interference
proceedings is stated to be only 35 U.S.C. 6.25 No mention is made of
35 U.S.C. 132, These failures to cite Section 132 would appear to be
convincing evidence that the Office did not until recently come to the
conclusion that Section 132 could be argued to provide a proper basis for
presenting discovery reguirements.

At thig point it is appropriate to briefly discuss the only other
chapter in the M,P.E.P. which contains any mention of ''requirements for
information." In April 1980 chapter 2000 concerning duty of disclosure
and striking of applications was added to the Manual. It contains a
section on "requirements for information'" which states that authority for
such requirements is provided by 35 U.S.C. 132, and they

« « o are utilized where it appears that more information
may be necessary in order for the examiner to reach a
proper decision, and where it appears rthat such infor-
mation may be available to one or more of the parties.

23Rule 104(b) states:

The applicant will be notified of the examiner's action.
The reasons for any adverse acticn or an objection or
requirement will be stated and such information or
references will be given as may be useful in aiding the
applicant to judge of the propriety of continuing the
prosecution of his application.

24gee text accompanying note 49, infra.

255ee 37 C.F.R. (July 1, 1980 Rev.) at pages 7 and 60,
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The requirements frequently take the form of written
questions directed to those individuals or parties likely
to have the desired information or to have access
thereto.26

A significant caveat is that chapter 2000 does not authorize such
requirements to be presented by an examiner tut rather states that they
may be presented by the Office of the Assistant Commissioner for Patents.

The practice outlined in chapter 2000 has apparently been followed
for some time. Thus, for example, in In re Altenpohl,2 the
Commissioner stated:

On January 3, 1975 & "Requirement for Information" was
mailed to Counsel for applicant . . . requiring information
prior to a determination on the question of "fraud" or
"deceptive intention."28

Unfortunately, there is nothing in Altewoohl to indicate what authority
was cited for this "requirement."

Assuming arguendo, however, that the authority was presumed to be 35
U.S.C. 132, it is to be emphasized that this form of discovery was--and
presently stili is--limited to '"fraud" situatioms being investigated by
the Office of the Assistant Commissicner of Patents. For the reasons set
forth in this article, it is questionable whether the Office could compel
a substantive response to a 'requirement for information' even in
circumstances where '"fraud" is alleged.2?

In January 1981, the Office proposed a new Rule 365 which would have
permitted '"requirements for information' to be presented in inter partes
protest proceedings.30 After generally unfavoruble comments at an oral

26M.P.E.P. 2021.04.
27198 y.S.P.Q. 289 (Com'r. Pat. 1976).
28198 U.s.P.Q. at 304.

29No published opinion has been found in which the authority of the
Office to present such a "requirement" in the context of a fraud
investigation has been challenged. As a practical matter, this is not
surprising in that counsel for an applicant charged with fraud is likely
to lean over backwards to supply information to the Office to overcome
the charge.

3048 Fed. Reg. 3170 (Jan. 13, 1981).
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hearing on April 16, 1981, the proposed rules relating to inter partes
protest proceedings were not adopted.31 Of interest in the context of
the present article is that the Office cited no statutory authority
whatever for proposed Rule 365.32 1I1f, as stated in chapters 2000 and
2100 of the M.P.E,P., Section 132 provides authority for presenting
"requirements for information," why was it not cited as statutory
authority for this proposed new rule?

It is interesting to note that in Margolis, the Office made no
attemp~ to rely on Section 132 or Rule 104(b) to ;ustify the portion of
M.P.E.P. 804.03 which the C.C.P.A. held invalid.33 sSeveral possible
explanations can be advanced Zor this failure. The first is that as of
the end of 1978 or early 1979, when the Office arguments were presented
in Margolis,34 there had been no decision to contend that Section 132
and Rule 104(b) justified the existence of 'requirements" in the M.P.E.P.
not sanctioned elsewhere by express language of the rules of practice.
Alternatively, the solicitor's office may well have felt that it did not
need to or did not want to present the issue to the C.C.P.A. under the

facts of Margolis.

One thing is certain. Had the judges of the C.C.P.A felt that
Section 132 permitted the Office to present 'requirements' in the
M.P.E.P. not expressly sanctioned by specific language of the rules of
practice, they could not have rendered the decision they did in Margolis.

While therz is no published indication of when the Office came to the
conclusion that Section 132 permits an examiner to require an applicant
to answer questions presented in ex garte prosectuion, this contention
was published as early as May 1977.35 The views expressed at tha“ tine
have been vigorcusly challenged by the present writer,3% and the
challenge has been responded to as follows:

The curious notion that an examiner has no power or
jurisdiction to ask questions of an applicant in
appropriate circumstances so as to com; ete his

31532 pP,T.C.J. D-1 (June &, 1981),
3Zsee 48 Fed. Reg. 3162 et seq.
335ee text accompanying notes 14 and 15, supra.

34Mhis time frame is presumed because the opinion in Margolis was dated
May 31, 1979.

356, u. Bjorge, "Editorial Epilogue," 59 J.P.0.S. 336 (1977).

36g.c. Walterscheiu, "Insufficient Disclosure Rejections (Part I)," 62
J.P.0.S. 217, 222-27 (1980).
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examination, absent a rule or regulation authorizing such
requirenents for information, amounts to an untenable
stultification of the administrative process.37

This response adroitly and neatly avoids the central issue, which is
not whether an examiner may ask questions during ex parte prosecution38
but rather whether an examiner has the right in ex parte prosecution to
require an applicant tn provide specific answers to specific questions on
pain of sanction. This writer contends--and wil) continue to do so in
the absence of any showing to the contrary-~that a requirement to answer
written questions on pain of sanction for failure to do so represents
discovery as that term is normally used in the legal sense. Be that as
it may, views contra to those of the present writer appear to have
carried the day in the Office, as evidenced by chapter 2100.3

The Office has pointed to no judicial opinion which supports its view
that Section 132 and Rule 1G4(b) avthorize ''requirements for information"
of the type set forth in chapter 2100, Indzed, an extensive search has
revealed only one opinion which at first glance appears to support the
Office position. In In re Brandatadter%0 the invention required a
computer program for its practice. Speaking with respect thereto, the
C.C.P.A stated

« « « we do not believe it unrcasonable for an examiner
to require an applicant who has prepared such a program
to at least give an appraisal of the amount of time
involved in its production or to disclose at le:st a bare
bones flow chart of that program to the Patent Office so
that the examiner may determine whcther one skilled in
the art vould produce it without unreasonable

experimen. ation and delnys.“1 (Emphasis supplied.)

375ee "Editor's Note," 62 J.P.0.S. at 227.

3801e|r1y, there is no way for an applicant to pr :lu’e an examine:
from asking any questions he wants during ex parte prosecution.

39The author of tha references cited in notes 35 and 37, supra,
studiously avoided calling a requiremant to answer written interro~-
gatories '"discovery,' and thereby cpparently set the tone fo  the Office
position. It would appear that the Office is of the view that a
“"requirement for information' is somehow less conducive to objection by
an applicant,

40484 F.2d 1395, 179 U.S.P.Q. 286 (1973).

41179 U.5.P.Q. at 294-95.
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No citation of authority is given for the right of the examiner to
"require'" that such information be provided. 1n the context in which the
court used the cited language, however, it is apparent that it was merely
holding that there was a reasonable basis for the examiner to question
the adequacy of the disclosure pertaining to the amount of time &nd work
involved in the preparation of the computer program, and, in the absence
of some showing of what that might be, the examiner had properly made a
prima facie case of lack of enablement by reason .f unduc experimentation.
Brandstadter thus ie clearly distinguishable from the position taken by
the Office in chapter 2100,

The acticns taken by individual examiners in the past several years
are a rvather clear indication that proposals akin to those of chapter
2100 relating to requirements for information had been circulated through
the examining groups. Thus, for example, the author in June 1979 as an
attorney of record rereived an Office action in which the examiner cited
Section 132 as authority for a requirement that certain specific
questions relating to Section 112 and Section 103 issues be answered.%2
A response in which it was argued that the Office had no authority to
12quire that written interrogatories be answered elicited a new Office
action in December 1979 which is instructive, The examiner stated:

At the outset applicants' assertions with respect to
the use of interrogatories will be discussed. Firstly,
the questions were not posed as interrogatories but as
requirements for information. In the strict legal sense
interrogatories rejuire written answers undei oath.
However, such a strict legal interpretation was not
intended. As indicated in the last Office action . . .
the information may be supplied in any form thought to be
most suitable by applicants.

The basis for making such requircments is found in
35 USC 132, 37 CFR 1.104(a) and relevant case law such as
Graham v. John Deere, 148 USPQ 459 (S. Ct. 1966) and In
re Cook, 161 USPQ 298 (CCPA 1971). As discussed below
the information is deemed to be reasonable since the
information is meterial in helping to decide the
patentability of the claimed invention under 3% USC 103
and 112, first paragraph.

A perusal of Graham v, John Deere and Cook reveals that they are no
more relevant than Brandstadter. While the Supreme Court in Graham v.
John Deere laid great stress on several factual inquiries that must be
made in order to determine patentability under Section 103, nowhere did
it ruggest that this facrtual inquiry could or should take tt> form of

“zApplication Serial No. 824,572, Paper No. 6 mailed June 6, 1979,

“3Applicution Serial No. 824,572, Paper No. 1l mailed Lecember 21, 1979,
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discovery in ex parte prosecution. Rather, the term "inquiry" as used
therein was clearly in the context of "a systematic investigation,'44
Although there have been literally hundreds of cases which have cited and
relied on Graham v, John Deere, n- ‘e has been found which interprets that
Supreme Court opinion in the manner suggested by the examiner.

Any reliance the Office might attempt to make on Cook is also
misplaced. There is no leaguage in Cook that in any waiy suggpests that
the Office can properly require discovery in ex parte prosecution.®5 It
can thus be readily seen why the Office did not cite any case law to
support the positions it espoused in chapter 2100. There simply is
none. Rather, the Office has chosen to embark on a new and totally
uncharted course.

C. The Sanction

If it is assumed that a "requirement for information' is properly
presented, what then is the sanction for failure to supply the required
information? Unfortunately, chapter 2100 is vague on this point. All
that is stated is that "if an applicant fails to respond in a timely
fashion to a requirement for information, the application will be
regarded as abandoned, 35 USC Sec. 133."56 Is a failure to respond to

bhgee Webster's New Collegiate Dictionary.

45The only language in Cook which appears to have any celevance is the
foliowing:

« + +When the examiner sets forth reasonable grounds in
support of his conclusion that an applicant's claims may
read on inoperative subject motter . . . , it becomers
incumbent upon the applicant either to reasonably limit
his claims to the approximate area where operativeness
has not been challenged or to rebut the examiner's
challenge either by the submission of representative
evidence ., . . or by persuas.ve arguments based on known
laws of physics and chemistry . . . .

169 U.5.P.Q at 302, Phrased somewhat differently, Cook stands for the
proposition that, if an examiner has presented reasonable grounds for
questioning patentability under Section 112, he has met his burden of
proof and has presented a prims facie case which the applicant must
either (a) limit his clsims to avoid, or (b) rebut. The rebuttal can
take the form of "representative" evidence. This, however, is in no way
suggestive that an examiner can require an applicant to provide specific
answern to specific questions in order to vebut.

Lém.p,2.P., 2122 and 2123 (Rev. 3, July 1980).
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be interpreted literally as a failure to answer at all or as & failure to
prcvide the required information? Clearly, if no answer is filed within
the time set for response and no good reason ie provided for this
failure, then under Section 133 the application does in fact become
abandoned. %’

But what of the situation wherein an applicant responds by simply
stating that the required information will not be supplied because
applicant believes that the examiner is without authority to present the
requirement for information? Obviously, there has been a response but
not that which the examiner contemplated. In this circumstance, it is
not seen how the examiner has any basis for makirg a rejection based on
this fact alone. Nor is it seen on what basis the examiner could hold
the application abandoned, because the response can reasonably be taken
as a bona fide attempt to advance the case to final action.48

A point of interest is that chapter 2100 uses different language than
M.P.E.,P, B04.03, 1t may be recalled that M.P.E.P. 804.03 expressly
provides that &« failure to comply with the requirement will result in the
application becoming abandoned. Needless to say, "respond" and "comply"
have quite different meanings, so that a logical argument can be made
that a response of the type set forth above would provide no basis
whatever for the application to go abandoned. Nonetheless, despite the
ambiguity just discussed, in all likelihood the Office will seek to
resolve the apparent quandarv by arguing that a refusal to provide the

47section 133 states:

Upon failure of the applicant to prosecute the
application within six months after any action therein,
of which notice has been given or mailed to the
applicant, or within such shorter time, not less than
thirty days, as fixed by the Commissioner in such action,
the application shall be regarded as sbandoned by the
parties thereto, unless it be shown to the satisfaction
of the Commissioner that such delay was unavoidable.

485ee 37 C.F.K. Sec. 1.111(b). Indeed, in the December 1979 Office
action discussed in the text, the examiner acknowledged this to be the
case by saying:

Lastly, while applicants have not provided the
information which has been required, it would be inappro-
priste to hold the application abandoned or the e-endment
non-responsive., Applicants' arguments relating to the
legal basis for requiring such .nformation are deemed to
constitute a complete response. 37 CFR 1.,111. However,
the examiner remains of the opinion that the information
specified is material in deciding the patentability of
the claima,
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required information is equivalent to a failure to prosecute the
application an<d hence the application is deemed abandoned .49

In the likely event that the posited sequence of events occurs, it
will perhaps be too much to hope that the Office will recognize that a
holding of abandonment in these circumstances is equivalent to a
rejection and hence is appealable. 1In Margolis the C.C.P.A. ruled that
it had jurisdiction even though the issue was purportedly abandonment of
the application becsuse it concluded "that the examiner's demands, under
threat of abandonment, that petitioners do more than they .id amounted to
a de facto rejection of petitioners' claims."3C Unforunately, Margolis
can rather easily be distinguished on its facts. 1Initially at least, it
can be rather safely assumed that the Office will strenuously argue that
abandonment for failure to meet requirements for information can only be
petitioned to the Commissioner.

D. The Extent and Effect of a Requirement for Information

The circumstances under which chapter 2100 permits an examiner to
present a requirement for information are not clear. It coes state that
"questions involving Sec. 102(b) activity may arise during the patent
examination process in a number of ways' and then proceeds to enumerate
certain possibilities.’2 There is nothing, however, to suggest that
the examiner is limited to a situation in which a Section 102(b) issue is

A9Preoumab1y for a failure to prosecutc the application. See note 47

lugra.
50202 y.s.pP.qQ. at 372.

51But to the extent the Office seeks to rely on 35 U.S.C. 132 as
authority for presenting requirements for information, the interpretation
to be given to Section 132 would clearly be an appealable issue.

52Thus, M.P.E.P. 2122 (Rev. 3, July 1980) states:

An applicant or his appointed representative may raise
the questions in compliance with the "duty of disclosure"
responsibilitimas of 37 CFR Sec., 1.56 (Chapter 2000). One
nther than an applicant may present the questions by
filing a protest under 37 CFR Ssc. 1.29(b) (Chapter
1900), or by petitioning for institution of public use
proceedings under 37 CFR Sec. 1.292 (Sec. 720).

Additio .aliy, the questions may become manifest from a
Recommendation of the Board of Patent Interferences (37
CFR Bec. 1.259) vr from an interference record iteelf,
e.g., & specific finding that an actual reduction to
practice occurred more *'yan one year prior to the filing
date of an application, covpled with evidence of related
commercial exploitation.
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clearly presented. The only limitation placed on the examiner is that
"information sought should be restrictzd to that which is reasonabl
necessary for the examiner to render a decision on patentability.”

As will be shown, there is some question as to whether this does in fact
constitute a limitation.

What are the duties of the examiner in rendering a decision on
patentability? According to the rules of practice:

On taking up an application for examination the
examiner shall make a thorough study thereof and shall
make a thorcugh invescigation of the available prior art
relating to the subject matter of the invention sought to
be patented. The examination shall be complete with
respect both to compliance of the application with the
statutes and rules and to the patentability of the
invertion as claimed, as well as with respect tu matters
of form, unless otherwise indicated.>#

Now if the examination must be complete, under chapter 2100 there would
appedar to be nothing to preclude an examiner from asking questions and
requiring them to be answered even where the -ecord is totally devoid of
eny information which raises a Section 102(b) issue.

Thus, for example, under chapter 2100 an examiner may well argue that
it is proper to require that an applicant state the date the invention
waa first actually reduced to practice since he deems such information
"reasonably nezessary' to determine whether a patentability issue exists
under Section 102(b)., While it is to he hoped that a reasonable , .ter-
pretation of the intent of chapter 2100 would preclude such a '"fishing
expedition,”" there ir nresently no way of knowing how examiners will
react to their new-found authority.

The problem resides primarily in the fact that examiners are
authorized to require an applicant ". . . to answer specific questions
posad by the examiner and to explain or supplement any evidence already
of record." 1If the "and" were not present, it would be clear that any
interrogatories presentud by an examiner would be required to be limited
to evidence already of record, But with the presence of that "and" an
examiner is not precluded from acting on the assumption that he may
require interrogatories to be answeved to fill gaps in an otherwise
silent record.

Moreover, even if it is assumed that interrogatories presented under
authority of chapter 2100 must be limited to evidence already of record
concerning BSection 102(b) issues, what determines that they are "reason-
ably necersary" .n oraer for the examiner to render 3 decision on

53M.P.L.P. 2:22 and 2123 (Rev. 3, July 1980).

5437 C.F.R, Sec. 1.104(b) (July 1, 1980 Rev.)
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patentability? The answer to that queation logically runs afoul of the
duty of candor which every applicant has to the Office.

Indeed, there are a variety of persons, including the applicant, who
"have a duty to disclose to the Office information they are aware of
which is material to the examination of the application."55
Information is deemed material "where there is a substantial likelihood
that a reasonable examiner would consider it important in deciding
whether to allow the application to issue as a patent,"56

Is there a difference between '"material information" and "information
« « « which is reasonably necegssary for the examiner to render a decision
on patentability"? 1f so, what is the difference? If not, does a
requirement for information presented by a examiner imply that the duty
of candor has not been met? If "reasonably necessary" information is
different than "material" information, by what authority can an ev-~iner
require an applicant to supply information which the duty of candor does
not require him to supply? 1In view of the ever increasing emphasis which
the Office is placing on the duty of candor,>’ these are questions of
considerable import to all who have dealings with the Office or who may
be subjected to judicial review of their dealing with the Office.
Unf.rtunately, chapter 2100 provides little guidance as to how they are
likely to be answered. In view of the failure of the Office to seek
public input on "requirements for information" there is nothing in the
published record to indicate that such questions were ever considered
vwhe.n chapter 2100 was drafted.

Yet another aspect of the right of an examiner to require that
information be provided in ex parte prosecution whiczh shculd be
troublesome to every practitioner before the Office is the manner in
which such information is likely to be treated by the Office. It would
appear that a primary purpose of a requirement for iafcrmation is to seek
to have an applicant provide "admissions' of the type defined by the case
law of In re Nomiya®8 and In re Hellsund.’? That being the case, it
would be in the clear interest of anv applicant who elects to attempt to
provide such required informaton to be exceedingly careful of the wording
used in responding.

3537C.F.R. Sec. 1.56(a) (July 1, 1980).
3614

57As evidenced by M,P.E.P, chapter 2000 added in the April 1980
revision.

58509 F,2d 566, 184 U.5.P.0. 607 (C.C.P.A. 1975),

%9474 ¥.2d 1307, 177 U.8.P.Q. 170 (C.C.P.A. 1973).
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Consider the following situation. The examiner states that tu permit
him to ascertain if there are Section 102(b) issues which may affect
patentability, the &pplicant is required under chapter 2100 to answar the
following questions:

1. When was the claimed invention reduced to practice?

2. When was the claimed invention deemed 'complete by applicant or his
#ssignee?

In support of his requirement, the examiner states that the basis for
presenting these questions is the following language from chapter 2160:

Although the test of an "actual' reduction to
practice may be applicable to Sec. 102(b) activity, as
where the nature of a particular invention requires
development over a considerable period of time . . . ,
the better test is whether or not an invention is
"complete."

The test for 'completeness" of an invention is
basically a matter of evaluating the subjective intent of
an inventor, as manifested by the objective factual
circumstances surrounding the development of the
invention ....6

It is important to bear in mind that these two questions require
considerably more than a disclosure of facts known to the applicant,
Thus, any answer as to when actual reduction to practice occurred
requires a legal conclusion. Can an examiner require an applicant to
present a legal conclusion? Unfortunately, if he can, any answer
presented by an applicant is likely to be binding under the authority of
Nomiya, regardless of whether there is a statutory basis for it.61
However, it is to be noted that the duty of candor is not "meant to
require disclosure of information corcerning the level of skill in the
art for purposes of determining obviousness."®2 By analogy, it can
reasonably be argued that the duty of candor does not require an
applicant to state when the claimed invention was first actually reduced
to practice.

Nor is it seen how the duty of candor can require an applicant to
provide information based on his subjective intent such as would of
necessity be required to answer the second question regarding when the

60M.P.E.P. 2125.01 (Rev. 3, July '380).

6lgsee E. C. Walterscheid, "Meeting th2 Duty of Candor Without Making an
Admission Against Interest," 60 J.P.0.S. 717 (1978).

62955 0.G. 1056.
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invention was 'completed."” Nonetheless, issues such as these are likely
to t rcome commonplace for applicants if examiners make any concerted
effort to present requirements for information under chapter 2100.

Finally, questions arise as to the effect of requirements for
information on compact prosecution. May an examiner make a final
rejection predicated on answers provided by an applicant in response
to a requirement for information? Phrased somewhat differently, will an
applicant have a right to "explain' his answers if the interpretation
placed on them by the examiner is different than that intended by him?
Based on the answers provided in response to one requirement for
information, can the examiner then set forth an entirely new requirement
for information?63 1f so, this would seem to be the antithesis of
compact prosecution,

The foregoing comments do not represent an exhaustive or even a
detailed delineation of the ramifications of requirements for informatinn
of the type said to be permissible in chapter 2100. They do, however,
give some indication of the nature of the problems inherent in
requirement for information in ex parte prosecution,.

E. Regquirements for Information in Reissue Prosecution

As has been previously noted,64 Rule 175(b) appears to vermit an
examiner tc require that "additional information" be provided in the
prosecution of a reissue application. Indced, it can be argued that this
rule closely approximates what might be termed traditional discovery in
that it permits the examiner to require that the '"additional information"
be provided in the form of affidavits or declarations. Unfortunately, it
provides no indication whatever as to how npecific the examiner may
require the "additional information" to be. Although the Office in
chapter 2100 cites Pule 175(b) as authority for requiring that specific
questions be ansvered in reissue examination,65 the language of the
rule may just as easily be interpreted as merely authorizing that a
certain geneial type of information can be required in order for the

63This is not as unlikely or as far-fetched as it may appear at first
glance. Thus, duriag 1978 and 1979 the present writer as an attorney of
record was presented with a series of interrogatories by a Group 220
examiner who required that they be answered under the purported auvthority
of Section 132. A decision was made to answer the questions while at the
same time arguing that the examiner had no authority to present the
requirement. The net result was & whole new series of questions based on
the answers given to the first series. A flat refusal to answer the
second series resulted in no sanction.

645ee text accompanying note 18, supra.

655ee M.P.E.P. 2122 and 2123 (Rev. 3, July 1980).
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examiner to decide on patentability of the reisgue application. In the
absence of any case law on the point, the position taken by the Office in
chapter 2100 may reasonably be queztioned.

Be that as it may, if Section 175(b) does indeed authorize the
imposition of discovery requirements in reissue prosecution, it can be
assumed that the scope of inquiry permitted ic quite wide. Thus, for
example, in a reissue proceeding a protestor may rely on the following
kirds of information, in addition to prior ert documents:

(1) 1Information demonstrating that the subject matter to
which the protest is directed was publicly "known or used
by others in this country . . . before the invention
thereof by the applicant for petent' and is th-refore
barred under 35 U.S.C. 102(a) and/or 103.

(2) Information that the invention was "in public use or
on sale in this country, more than one year prior to the
dete of the application for patent in the United States:
(35 u,s.c. 102(b)).

(3) Information that the applicant "hes abandoned the
invention" (35 U,S.C. 102(c) or "did not nimself invent the
subject matter sought to be patented" (35 U.S.C. 102(f)).

(4) Information relating to inventorship undar 35 U.S.C.
102(g).

(5) Information relating to sufficiency of disclosure or
failure to disclose best mode, under 35 U.3.C. 112,

(6) Any other information demonstrating that the
application lacks compliance with the statutory
requirements for patentability,

(7) Information indicating '"fraud" ov a "violation of the
duty of disclosure' under 37 CFR 1.56(a) may be he subject
of either a protest under Sec. 1.291(a) or a geti:ion to
strike the application under 37 CFR 1.56(d).%

In principle at least, the examiner under Rule 175(b) would seem to have
authority to require information of the same variety that a protestor may
submit, The problems that can potentially arise with regard to a
requirement for information of the ctvpe set forth in xtem (2) above have
already been explored. Needless to say, similar problems may arise with
regard to the various other items of information,

66M,p,E.P. 1901.02 (Rev. 1, January 1980).
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A point which seems not to have been realized to any significant
degree by reissue applicants, protestors, or examiners is that a protest
in conjunction with the use of Rule 175(b) constitutes a potentially very
strong discovery mechanism in a reissue proceeaing. Thus, while the mere
filing of a protest does not automatically give a protesior the right to
argue the protest before the Office, '"the Office has, and may, determine
that further participation by a protestor beyond the merc filing of a
protest is beneficial to, and cf assistance to, the Office in its
examination of the application."®? Accordingly, if a protestor can
convince an examiner that certain requirements for information are
appropriate in the prosecution of a reissue application, those require-
ments for information can be presented under Rule 175(b). 1In effect, a
protestor by this technique achieves the capability of obtaining dis-
covery in the reissue prosecuticn even though it is done indirectly
through the examiner.

While * is no indication that Rule 175(b) has been used to any
signifizo- * to date, the increasing militancy of the Office with
respect t. ;2ments for information, as evidenced by chapter 2100 of
the M.P.E.. 18 likely to produce a substential increase in the use of

this rule in reissue proceedings. Simply put, discovery in reissue
proceedings is no idle threat. As a consequence, it may well be a
consideration in ary determination to seek reissue.

F. The Failure of the Office to Seek Public Review or Comment

A fundamental concern to everyone who must deal in any capacity with
the Patcnt and Trademark Office is how without public review and comment
it has authorized examiners to present requirements for information which
are essentially nothing less than discovery requirements in ex parte
prosecution. RegAardless of the position taken by the Office, the require-
ments for informsation which an examiner is authorized to make in chapter
2100 represent a significant departure frum past Office practice and one
which should have been made only after ¢ great deal of public input.

The Patent and Trademark Office is an office of tne Department of

Commerce58 and as such is subject to the following requirements for

rule mnking.69 A general notice of proposed rule making must be
published in the Federal Register which includes (a) a statement of the
time, place, and nature of public rule making proceedings; (b) reference
to the legal authority under which the rule is proposed; and (¢) either
the terms or substance of the proposed rule or a description of the
subjects and issues involved. 1In addition, all interested persons must

67M-P0E0Po 1901 (Rev- l, Jlnulty 1980).
4835 y.s.c. 1.

695 y,.s.c. 553.
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be given an opportunity to participate in the rule making through sub-
mission of written data, views, or argumants:. After consideration of the
relevant data thus presented, the agency is regquired to give a concise
general statement of the basis and purpose f>r any rule which is adopted.

Why was this practice not followed with regard ro the substantive
changes set forth in chapter 2100? Simply put, because the Office
elected to consider them not as substantive changes in the rules of
practice but instead as merely an interpretative pronouncement concerning
existing rules. In so doing, it avoided the intent if not the letter of
the Administrative Practice Act.

While there can be little doubt that the Commissioner is within his
authority in interpreting the rules of practice he has promulgated, there
can also be littie doubt that any such interpretation must be consovnant
with the intent and purpose of the rule so interpreted. It is simply not
seen how 'discovery" requirements ir ex parte prosecution are comsistent
with the iutent and purpose of Rule 104(b).70 wWhile discovery is argu-
ably permitted by Rule 175(b), there is no indication that the purpose of
that rule as originally promulgated was to permit an examiner to require
that written interrogatories be answered in ex parte practice.’l

Discovery of the type contemplated by the "vequirement for infor-
mation" provisions of chapter 2100 represents too important a change in
ex parte practice to be authorized merely by a purported interpre-
tation of certain of the existing rules of practice., If the Offic~
believes thet the time has come for discovery in ex parte prosecution,
let it set forth proposed rules for that purpose under the Commissioner's
rulemaking, authority and let the issues raised by such proposed rules be
subject to detailed public comment end review. While applicants have a
duty of candor to the Office, the Office, in turn, has a duty of candor
to the public.

705ee text accompanying notes 23-25, supra.

7lsee text accompanying note 17, supra.



